TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE
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AND | NTERFERENCES

Ex parte CHRI STOPHER F. LYONS,
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and ROBERT L. WOOD

Appeal No. 94-3399
Appl i cation 07/871, 3741

ON BRI EF

Before KIM.IN, PAK and WARREN, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

Appel l ants (Lyons et al.) appeal fromthe final rejection
of clainms 1 through 12. The remaining clains, clains 13

t hrough 24, have been wi thdrawn from consi deration by the

! Application for patent filed April 20, 1992.
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exam ner under 37 CFR 8§ 1.142(b) as being drawn to a non-
el ected invention.

Clainms 1 and 2 are representative of the subject natter
on appeal and read as foll ows:

1. A nmethod of reducing linewidth variations in the
patterni ng of a photoresist |ayer having a non-uniform
thi ckness in a photolithographic process using light froma
partially coherent |ens, said nethod conprising: overcoating a
first layer conprising a photoresist conposition with a second
| ayer conprising a non-reactive, transparent, water sol uble
material with a refractive index within = 15% of the
refractive index of the photoresist, the second, overcoating,
| ayer of water soluble material being of sufficient thickness
to cause about a one wave | ength phase delay to accunulate in
that portion of the exposing |light having an incident angle to
the second | ayer upper surface equal to about the arccos of
the nunerical |ens aperture value, said phase delay being in
conmparison to that portion of the exposing |light having an
i nci dent angle nornmal to the second | ayer upper surface,
wher ei n sai d phase del ay accunul ates upon traversing an
optical path fromthe photoresist |ayer upper surface to the
phot oresi st |ayer |ower surface and reflecting back to the
phot oresi st | ayer upper surface.

2. The nmethod of claim1 where the thickness of said
second, overcoating, |ayer of water soluble material is define
by the formula

T2 = L/ 2Nfcos IN/ (1 - cos I)} - T1
where T2 is the thickness of the overcoating water sol uble
material layer, Tl is the thickness of the photoresist |ayer,
L is the wavel ength of the exposing light, Nis the nunerica
| ens aperture value, | is equal to arcsin (N}, and I’ is equa
to arcsin (I / N).
The appeal ed clains stand rejected as foll ows:
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(1) dainms 1 through 12 under 35 U.S.C. § 112, first
par agr aph, as | acking descriptive support for the invention as
is now clained in the original disclosure; and

(2) dains 1 through 12 under 35 U. S.C. § 112, second
par agr aph, as being indefinite for failing to particularly
poi nt and distinctly claimthe subject nmatter which applicants

regard as their invention.

OPI NI ON

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appellants in support of their respective
positions, reference is nade to appellants' brief and to the
exam ner's answer for the full exposition thereof. For the
reasons set forth below, we affirmthe rejection of claim?2
under 35 U.S.C. 8§ 112, first paragraph, but reverse the
remai ni ng rejections of the appealed clainms under 35 U S.C. §

112, first and second paragraphs.

REJECTI ON UNDER 35 U.S.C. 8§ 112, FIRST PARAGRAPH
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The issue of whether an original disclosure adequately
descri bes the subject matter later claimed is a question of

fact. Vas-Cath, Inc. v. Mhurkar, 935 F.2d 1555, 1563, 19

UsP2d 1111, 1116 (Fed. Cr. 1991). This witten description
requi renent serves to ensure that the inventor had
"possession”, as of the filing date of the application relied
on, of the specific subject matter later clained. 1n re
Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). No
literal description is needed to support "possession”

Eiselstein v. Frank, 52 F.3d 1035, 1038, 34 USPQd 1467, 1470

(Fed. Cir. 1995). Rather, the original disclosure only needs
to reasonably convey to those skilled in the art, as of the
filing date, the invention now clained. Vas-Cath, 935 F.2d at

1563-64, 19 USPQR2d at 1117; In re Kaslow, 707 F.2d 1366, 1375,

217 USPQ 1089, 1096 (Fed. Gr. 1983). It is, therefore,

I ncunbent upon the exam ner to supply the factual basis to
establish that the original disclosure not only does not
provide literal support for the invention now clainmed, but
al so does not reasonably convey to one of ordinary skill in
the art, as of the filing date, the invention now cl ai ned.

See In re Alton, 76 F.3d 1168, 1174-75, 37 USPQRd 1578, 1583
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(Fed. Gir. 1996) citing In re Wertheim 541 F.2d at 264, 191

USPQ at 98.

The exam ner rejected clainms 1 through 12 under 35 U.S.C.
8 112, first paragraph, as |acking descriptive support for the
i nvention now clained in the original disclosure. The
exam ner stated that "the limtations added to the cl ains by
t he amendnent of February 5, 1993 are not supported by the
specification.” See Answer, page 2. The limtations referred
to were added to clains 1, 2, 4, 6 and 8 through 12. See the
anendnent dated February 5, 1993, Paper No. 3. The exam ner,
however, did not discuss all "the limtations added to the
clains by the anmendnent”. See the entire Answer. Rather, the
exam ner discussed only two specific claimlimtations added
inclainme 1 and 2 in the "G ound of [R]ejection” section of
the Answer (see pages 2 and 3) and certain other limtations
in the" Response to [A]Jrgunment” section of the Answer (see
pages 5 through 7). W w |l address the limtations added in
claims 1 and 3 through 12 separately fromthe limtations
added in claim 2.

The examner initially stated that:
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For exanple, in the amendnment of claiml1, the

phrases, “photolitographic process using light from

a partially coherent lens”, and the | anguage added

at lines 16-27, are not supported by the

speci ficati on.
In response, appellants argued that such [imtations and ot her
limtations in clainms 1 and 3 through 12 were reasonably
conveyed by the original disclosure. See Brief, pages 11-22.
In support of their position, appellants referred to certain
descriptions in the original disclosure. 1d. However, the
exam ner did not explain why each and every description
referred to by appellants did not reasonably convey the claim
limtations in question. See the entire Answer. Rather, the
exam ner made conclusory statenents and inproperly shifted the
burden to appellants. 1d. As aptly stated in Ex parte
Sorenson, 3 USPQRd 1462, 1463 (Bd. Pat. App. & Intf. 1987),
"the only reasoni ng presented which we can discern is an
exanpl e of ipse dixit reasoning, resting on a bare assertion

by the exam ner." Procedurally, the exam ner sinply has not

met his initial burden of establishing a prinma facie case of

unpatentability. Accordingly, we are constrained to reverse

the rejection of clainms 1 and 3 through 12.
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The rejection of claim2 under 8§ 112, first paragraph,

however, is on a different footing. The exam ner stated that:
In amended claim2, Nis defined as “the

nunerical |lens aperture value’”. However, at page 9

(l'ine 15) of the specification, Nis defined as the

value of the refractive index. The exam ner has no

know edge that these two variables, “refractive

i ndex” and “lens aperture” are the sane.
In other words, the formula now cl ained not only lacks literal
support, but is not reasonably conveyed in the origina
di scl osure. Since appellants do not dispute the exam ner's
conclusion and finding, see Brief, page 26, we will affirmthe
rejection of claim 2.

In reaching this conclusion, we note appellants
i nadvertent error argunent based on the apparent difference
bet ween the designations of "N' in the now clainmed and the
originally disclosed formulas. See Brief, pages 26 and 27.
However, we are not persuaded because, by definition, all new
limtations violating the 8 112 description requirenent are
different fromthose originally disclosed. There sinply is no

evi dence that one of ordinary skill in the art would have read

the now clainmed fornula as the one originally disclosed.
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REJECTI ON BASED ON 35 U.S.C. 8§ 112, SECOND PARAGRAPH

The exam ner rejected clainms 1 through 12 under 35 U.S.C.
8§ 112, second paragraph, as being indefinite. The exam ner
initially urged that certain phrases in claiml are
indefinite. See Answer, pages 3 and 4. In so urging, the
exam ner either m sread the phrases or did not apply the
appropriate standard. Conpare Answer, pages 3 and 4 with
claim1. Note that the definiteness of the claimlanguage
enpl oyed nust not be analyzed in a vacuum but always in |ight
of the teachings of the prior art and of the particular

application
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di sclosure as it would be interpreted by one having ordinary

skill inthe art. 1n re Kroekel, 504 F.2d 1143, 1146, 183

USPQ 610, 612 (CCPA 1974); ln re Moore, 439 F.2d 1232, 1235,

169 USPQ 236, 238-39 (CCPA 1972).

The exam ner al so inproperly urged that having no
antecedent for the particular words in question renders the
clainms per se indefinite. See Answer, pages 3 and 8. The
effect of no antecedent basis for the particular words in
cl ai ms, however, is dependent on the facts of each case. For
| acki ng antecedent basis to render clains vague, one of
ordinary skill in the art nmust not be able to ascertain the
nmet es and bounds of the clained subject matter, even when it
is viewed in light of the teachings of the prior art and the

supporting specification. 1n re Kroekel, supra; In re Moore,

supra. However, the exami ner, on this record, does not
al l ege, nmuch | ess explain, why having no antecedent for the
particul ar words in question would have rendered the netes and
bounds of the subject matter of clainms 1 through 12
unascertai nabl e by one of ordinary skill in the art.

In view of the foregoing, we are constrained to reverse

the examiner's rejection of clains 1 through 12 procedurally.
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ANCI LLARY REQUEST

As a final point, we note that appellants have requested
the Board to direct the exam ner for reconsideration and entry
of the anendnents filed after final rejection. See Brief,
page 3. However, an examner's refusal to enter the
amendnents filed after final rejection is petitionable to the
Comm ssi oner and not appeal able to this Board. See In re
Hengehol d, 440 F.2d 1395, 1403, 169 USPQ 473, 479 (CCPA 1971);

MPEP Chapt er 1000.

CONCLUSI ON

In sumary, we conclude that:

(1) The rejection of clainms 1 and 3 through 12 under 35
US C 8§ 112, first paragraph, is reversed;

(2) The rejection of claim2 under 35 U S.C. § 112,
first paragraph, is affirmed; and

(2) The rejection of clainms 1 through 12 under 35 U.S. C
8§ 112, second paragraph, is reversed.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

EDWARD J. KIM.IN
Adm ni strative Patent Judge

CHUNG K. PAK
PATENT
Adm ni strative Patent Judge ) APPEALS
) AND

)
| NTERFERENCES

)
)
CHARLES F. WARREN )
Adm ni strative Patent Judge )

)
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